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Arcnirnecles:

N “If you give me a lever of sufficient length
and a fulcrum in the right place, | can
move the world.”

BROMBERG * SUNSTEIN 1rp




Was Arcnirnedes a
Patent Lawyer?
N “If you give me a lever of sufficient length

and a fulcrum in the right place, | can
move the world.”
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Knowing wnere to apply the
el e = .r'v,..',_..',.._.
leverage of patents
Nis critical to successful patent portfolio
building
Ncannot be done without

Llawareness of business goals and
Liknowledge of the competitive landscape
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COMPETITIVE ENVIRONMENT
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Qur setti ng:

N Our company has a growing portfolio of
technology

N With pending and issued patents

N How do we know
L1What to file?
L1When to file?
LIWhen to license?
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We snould develop a patent

portfolio on purpose!
N Not based on accident

N Not based on blind guessing

N instead, based on a planned strategy,
aimed at supporting defined business
objectives
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How to develop a patent

portfolio on purpose
N Develop a patent strategy that fits the
business strategy, and

N Make the patent and business strategies
appropriate to the competitive
environment
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N Patent strategy must be aimed to protect existing
and potential markets of the company

N Patent strategy and business strategy must
inform each other

LiExisting and potential markets that can be protected
may depend on how well the company can develop
technology in a particular area
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N But only when the custodians of each meet

with one another

N Required are regular meetings of patent
counsel with heads of business
development, marketing, and technology

(drug) development
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|P Portfolio Meetings

N Use a patent portfolio listing
LIPlace new inventions on it, and indicate timing for
filing
LiIPlace existing filings on it, with filing data, pertinent
product lines, and status
N Review and update the listing in meetings, so the
listing also becomes an agenda

N Have patent counsel update the listing between
meetings
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|P Portfolio Meetings (convd)

N ltems on the portfolio listing can be
adjusted in relation to the business
strategy

N The business strategy can be adjusted in
relation to items on the portfolio listing

N The adjustments must take competition
into account
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Making /our Daf rra"reg\/ cleal
with tne competition

N Learn what the competition is doing

N Develop an integrated view of the
competition and the prior art

N Use the integrated view to inform the
patent strategy
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Learn about the cormpetition

N SEC filings (esp. Formio-K): EDGAR filings
on SEC website and e.g. www.secinfo.com
(also Lexis, Westlaw)

LiCompetition is a required disclosure

LiIMaterial contracts

LiContingent liabilities in notes to financial
statements
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Learn about the cornpetition
(cont’d)
n Competitor web sites & WWW generally

LiUse search engines like www.google.com and
www.dogpile.com

N Newspapers and trade journals
L1Often in Westlaw and Lexis

N Licensing authorities; e.g., FDA Orange
Book, www.fda.gov/cder
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Learn about tne cormpetition—
Patent Searching

Nnwww.uspto.gov: consider searching by
U.S. and international classes

N International class searches on EPO
website can yield important English &
foreign language documents, too:
http://ep.espacenet.com

N Free patent family information in English
available from German patent office,
www.depatisnet.de
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More armmff

Hror)rlw,r/ Databases
n Dialog (www.dialog.com)

L1IAbundant technical literature

NSTN database of American Chemical
Society (http://stnweb.cas.org)
L1IAbundant technical literature

L/

N Delphion (www.delphion.com)

N Micropatent (www.micropat.com)
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And non-proprietary, non-patent
databases, too

N NIH: National Center for Biotechnology
Information

Liwww.ncbi.nlm.nih.gov has several important
databases, including PubMed
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Making /our Daf rra"r'eg\/ cleal
with tne competition

n Learn what the competition is doing

N Develop an integrated view of the
competition and the prior art

N Use the integrated view to inform the
patent strategy
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Developing an integrated view

N Patent mapping can help
N Example: |PVision
www.tecpatents.com/ipvision/ipportal.htm

N Specific map: base patent to Cipro®
(ciprofloxacin) of Bayer Aktiengesellschaft

LIFound in the Orange book, 4,670,444
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The Patent Landscape Map

Snows tne H itent Landscape
NWho (patent owners, inventors) obtained
patent coverage

N When they filed

N When they obtained patent coverage
N But not a substitute for reading!

N Data can be developed manually, too
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NnSame starting patent

(12

Co-Citation Map

N Find all patents (“forward references”) that
cite this patent

N Find all references cited by the forward
references
LISome of these might be pertinent prior art,

particularly if cited by a number of forward
references
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Patent 6261601

NnAssigned to Ranbaxy Laboratories Limited

N Licensed in by Bayer

Lilndian publication Economic Times (August
15, 2002)
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Making /our Daf rra"r'eg\/ cleal
with tne competition

n Learn what the competition is doing

N Develop an integrated view of the
competition and the prior art

N Use the integrated view to inform the
patent strategy
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Using tne integrated view to
inform tne patent strategy
N Must reflect the technical and market
position and goals of the company

Q\q

_

N Use regular, joint meetings to tune the P
Portfolio:

LiPatent counsel

LiMarketing head
LiTechnology head
L1Business development head
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|P Strategy Sessions

N Share information and insights
N Develop and refine goals

N Review position of company in relation to
competition and company goals

NnAgree on filings and budget consistent
with these goals and the competitive
context

N Voilal
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Your patent strategy deals with
the cornpetition

N You know what the competition is doing

NYou have an integrated view of the
competition and the prior art

N The integrated view informs the patent
strategy
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Thank you and good luck!
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